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DETAILED ACTION 

Priority 

1. Should applicant desire to obtain the benefit of foreign priority under 35 U.S.C. 1 19(a)- 
(d) prior to declaration of an interference, a certified English translation of the foreign application 
must be submitted in reply to this action. 37 CFR 41 .154(b) and 41 .202(e). 

Failure to provide a certified translation may result in no benefit being accorded for the 
non-English application. 

Election/Restrictions 

2. Applicant's election with traverse of Group II, claims 40-50 in the reply filed on 
10/27/2008 is acknowledged. The traversal is on the ground(s) that Groups I and II contain a 
common inventive concept. This is not found persuasive because the conically tapering shape 
of the insertion opening seems to prevent the inner annular fold from contacting the teat rubber 
(claim 40), the conically tapering insertion opening enhancing pressure and attachment of the 
teat rubber to the teat is not mentioned by the disclosure. Furthermore, there is no special 
technical feature and therefor no unity of invention, as evidenced below in the rejection of claim 
40. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1-39 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 10/27/2008. 
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Drawings 

3. Figure 1 sliould be designated by a legend sucli as -Prior Art- because only that which 
is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the conically tapering surface being 
concave or convex (claim 40); the conical tapering surface along with the hingelike transition 
being a portion of reduced material thickness or an indentation (claim 42); and the conical 
embodiment of the conically tapering surface along with the teat bearing section or suction 
connecting piece being cushioned (claims 43-50) must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief description of the several views 
of the drawings for consistency. Additional replacement sheets may be necessary to show the 
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renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

5. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference character(s) not mentioned in the description: 26, 11, 23, 18, 
111, 323, 326, 318, 311, 436, 437, 450, 426, 521, 511 and 611. Corrected drawing sheets in 
compliance with 37 CFR 1 .121 (d), or amendment to the specification to add the reference 
character(s) in the description in compliance with 37 CFR 1.121(b) are required in reply to the 
Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a whtten description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 40-50 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 



the enablement requirement. The claim(s) contains subject matter which was not described in 
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the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

8. Claim 40 recites the limitation of the conically tapering insertion opening preventing the 
inner annular fold from contacting the teat rubber 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

10. Claims 40-50 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

1 1 . Claim 40 recites the limitation "the inner side" in line 1 9, "the inner annular fold" in line 
21, "the base of the teat" in line 22, "the udder" in line 25, "the planar teat bearing section" in 
line 32 and "the udder bearing surface" in line 32 . There is insufficient antecedent basis for this 
limitation in the claim. 

12. Claim 41 recites the limitation "the boundary" in line 2, "the udder bearing surface" in line 
4, "the udder" in line 6, "the inner annular fold" in line 6, "the udder" in line 8, "the milking 
process" in line 9,"said inner annular fold" in line 9 and "the narrow, pressure-exerting area" in 
line 1 0. There is insufficient antecedent basis for this limitation in the claim. 

13. Claim 42 recites the limitation ""the planar teat bearing section" in line 4 and "the udder 
bearing surface" in line 5. There is insufficient antecedent basis for this limitation in the claim. 

14. Claim 43 recites the limitation "the planar teat bearing section" in line 3 and "the inner 
surfaces of the suction connecting piece" in line 5. There is insufficient antecedent basis for this 
limitation in the claim. 
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15. Claims 44 and 49 recite the limitation "the cushioned surface". There is insufficient 
antecedent basis for this limitation in the claim. These limitations should be changed from "the 
cushioned surface consists" to -the cushioned surfaces consists-- in claim 44 and from "the 
cushioned surface is" to -the cushioned surfaces Is are- to maintain the continuity of the 
claims. 

16. Claim 46 recites the limitation "the surface of the component in question" in lineS. There 

is insufficient antecedent basis for this limitation in the claim. Also, the wording of "the 
component in question" is broad and could include any component of the device, which makes 
the limitation indefinite. 

17. Claim 47 recites the limitation "the whole planar teat bearing section" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

18. Claim 50 recites the limitation "the cushioned pocket" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

19. Claim 40 contains the limitation "(Fuerstenberg' sche Venenring)". It is unclear as to 
what the limitation is and whether this it is intended to be included in the claim. 

20. Claim 41 contains the limitation of "a wide opening". The wording of the claims suggests 

the wide opening is an additional opening. 

21 . Claim 42 includes the limitation of the hingelike transition "comprises a portion of 
reduced material thickness, an indentation or a variation of the material properties". It is unclear 

as to if these limitations are claimed as alternatives. 

22. Claims 43 and 47 contain the limitation "and/or". It is unclear as to whether the limitation 
is optional, which renders the claim indefinite. 
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Claim Rejections - 35 USC § 102 

23. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

24. Claims 40-42 are rejected under 35 U.S.C. 102(b) as being anticipated by Goldberg et al 
US 4,610,220. 

25. Regarding claim 40, Goldberg discloses a teat rubber (Goldberg, Figures 4, 5) 
comprising a head part (14', 1 14) having a sealing lip (30', 156) that forms an insertion opening, 
a holding edge (122) (Goldberg, Figure 4), a milking cup sleeve (15), a suction connecting piece 
(near 34', near 168) connected to the head part as well as a planar teat bearing section (50, 
144) which is formed on the sealing lip, a part of the insertion opening conically tapering (near 
30', near 156)(Goldberg, Figures 4, 5)towards the inner side of the teat rubber in such a way 
that the inner annular fold (as best understood) located on the base of the teat cannot come into 
contact with the teat rubber and that pressure cannot be applied thereto, not even if the milking 
cup should shift in the direction of the udder (as best understood), characterized in that a 
conically tapering surface (near 30', near 156) cross section is concave and that a transition 
between the conically tapering surface and the planar teat bearing section and the udder 
bearing surface (at 52, at 142, 146) is implemented in a hingelike manner (Goldberg, column 4: 
lines 33-35, column 6: lines 29-32) (indentations at 30', 52, 156, 154). 

26. Regarding claim 41 , Goldberg further discloses a wide opening of the conically tapering 
insertion opening being followed by an udder bearing surface (at 52, at 142, 146) by means of 
which the teat and parts of the udder with the inner annular fold can be prevented from being 
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drawn into tlie teat rubber by a milking vacuum, when the udder shrinks during the milking 
process. 

27. Regarding claim 42, Goldberg further discloses the hingelike transition comprising a 
portion of reduced material thickness (Goldberg, column 4: lines 33-35, column 6: lines 29-32) 
and an indentation (30', 52, 156, 154). 



Claim Rejections - 35 USC §103 

28. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

29. Claims 43-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over Goldberg 
et al US 4,610,220 in view of Silver et al US 2002/0198489. 

30. Regarding claim 43, 47, Goldberg discloses the device of claim 42 and further discloses 
a cushion portion (52, 142, 146) on the teat rubber. Not disclosed is a cushion portion on the 
whole planar teat bearing section. Silver teaches a teat receiving portion having cushioned 
surfaces planar teat bearing sections (735, 740) (Silver, 1|0160). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to cushion the planer teat bearing 
section of Goldberg as to increase the comfort of the device for the animal. 

31 . Regarding claims 44 and 45, Goldberg in view of Silver discloses the device of claim 43 
and further discloses the cushioned surface consisting of foam (Silver, 1|0160). Not disclosed is 
the foam being a foamed silicone elastomer. However, foamed silicone elastomer is well known 
in the art. It has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 
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In re Leshin, 125 USPQ 416. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to make the foam a foamed silicone elastomer as to maintain the flexibility 
of the teat rubber while providing cushion. 

32. Regarding claim 46, Goldberg in view of Silver discloses a foamed elastomer. The 
limitation of the foamed elastomer being sprayed onto a surface is considered a product-by- 
process limitation. It has been held that even though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. If the 
product in the product-by-process claim is the same as or obvious from a product of the prior 
art, the claim is unpatentable even though the prior product was made by a different process. In 
re Thorpe, 227 USPQ 964, 966. 

33. Regarding claim 48, Goldberg in view of Silver further discloses the cushioned surfaces 
being cushioned pockets (Silver, 742, 738, 740). 

34. Regarding claim 49, Goldberg in view of Silver further discloses the cushioned surface 
being a fluid-filled pad (Silver, 740). 

35. Regarding claim 50, Goldberg in view of Silver further discloses the fluid-filled pad being 
a replaceable insert (Silver, 340) (In that the fluid-filled pad is a separate element. The area in 

which the pad is positioned is openable, as the wall elements rest on each other and are 
therefore not permanently connected (Silver, 110159: lines 7-9)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kristen C. Hayes whose telephone number is 571-270-3093. The 
examiner can normally be reached on Monday-Thursday, 7:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Poon can be reached on (571)272-6891. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KCH Peter Poon 

8 January 2009 Examiner 

Art Unit 3643 



/Peter M. Poon/ 
Supervisory Patent Examiner, Art Unit 3643 



